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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/6/09 
has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5, 13-15 and 19-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,108,418 to Lefebvre. 

Lefebvre discloses an intravascular filter having a central axis (as defined by the 
examiner in the attached figure below) comprising an elongate member 3; an anchoring 
member 7 for anchoring the intravascular filter to a vessel wall (see attached figure 
below) and an elongate edged blade cutting member 6 disposed along the elongate 
member proximate the anchoring member, wherein the edge of the edged blade 
generally faces towards the central axis (see attached figure below); wherein the cutting 
member extends from a first end of the elongate member to a second end of the 
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elongate member; wherein when the filter is placed within a body vessel having a vessel 
wall, the filter is configured so that the anchoring member contacts the vessel wall and 
the first end of the first elongate section is spaced apart from the vessel wall (see 
attached figure below); wherein the elongated member has a uniform cross-section 
along its length (see Fig. 2 below); wherein the cutting member along the elongate 
member comprises a single edge in the form of a wedge (pointed shape); wherein the 
anchoring member comprises a cutting member 7 that extends inwardly towards the 
wall of the blood vessel; wherein the filter is capable of being used as a vena cava filter; 
wherein the filter is made of metal (col. 3, II. 2) wherein the filter has more than one 
elongate member, which forms a filtering region. 

It is noted that the current claims do not define the orientation of the central axis 
relative to the device. The applicant is suggested to amend claim 1 to further clarify that 
the filter has a central longitudinal axis extending from a proximal end to a distal end of 
the device, and the elongated member extending away from the longitudinal axis. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 6-12 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lefebvre, as applied to the claims above. 

As to claims 6-12, Lefebvre discloses all the limitation of the claims except for the 
cutting member having more than one cutting edge, or having different shapes. 
However, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have more than one cutting edge, since it has been held that 
mere duplication of the essential working parts of a device involves only routine skill in 
the art. In re Harza, 27 '4 F.2d, 669, 124 USPQ 378 (CCPA 1960). Furthermore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the shape of the cutting edge since it has been held that changing 
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the shape of a working part involves only routine skill in the art. In re Dailey; 357 F.2d 
669, 149 USPQ 47 (CCPA 1966). 

As to claim 16, Lefebvre discloses the device made of metal but is silent with 
regards to the metal being stainless steel. However, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to choose stainless steel 
as the metal since stainless steel is widely used in the medical arts and since it has 
been held to be within the general skill of a worker in the art to select a known material 
on the basis of its suitability for the intended use as a matter of obvious design choice. 
In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 

7. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lefebvre, as applied to the claims above, and in view of US 6,540,767 to Walak et 
al. 

Lefebvre discloses all the limitations of the claims except for the metal being 
nickel-titanium alloy, such as Nitinol. However, the use of filter devices using Nitinol is 
well known in the art, as taught by Walak in col. 4, lines 56-64. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use 
Nitinol in the device of Lefebvre since the material is well known in the art and since it 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 
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Response to Arguments 

8. Applicant's arguments with respect to claims 1-21 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darwin P. Erezo whose telephone number is (571)272- 
4695. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Darwin P. Erezo/ 

Primary Examiner, Art Unit 3773 



